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SIR: 



APPEAL BRIEF 



This is an appeal, pursuant to 37 C.F.R. § 41.37 from the decision of the Examiner 
in the above-identified application, as set forth in the Final Office Action wherein tiie Examiner 
finally rejected appellant's claims. The rejected claims are reproduced in the Appendix A attached 
hereto. A Notice of Appeal was filed on December 8, 2009 with a Request for Pre-Appeal Brief 
Request for Review. A Notice of Panel Decision issued on January 1 1, 2010, indicating that the 
application will proceed to the Board of Patent Appeals and Interferences. 

The fee of $270.00 for filing an Appeal Brief (Small Entity) pursuant to 37 C.F.R. § 
41.20 is charged to our Patent and Trademark Office Deposit Account No. 03-2412. Appellants 
requests a one-month Extension of Time of the original shortened statutory response period to file 
this Appeal Brief. 



A Petition for the one-month extension of time is enclosed herewith along with the 
fee of $65.00 (Small Entity) is charged to our Patent and Trademark Office Deposit Account No. 
03-2412. Any additional fees or charges in connection with this appUcation may be charged to our 
Patent and Trademark Office Deposit Account No. 03-2412. 

REAL PARTY IN INTEREST 

The assignee, Greenberg Surgical Technologies, LLC, of applicant, Alex M. 

Greenberg, is the real party of interest in the above-identified U.S. Patent Application. 

RELATED APPEALS AND INTERFERENCES 

There are no other appeals and/or interferences related to the above-identifiai 

apphcation at the present time. 

STATUS OF CLAIMS 

Claims 3, 10, 16 have been cancelled. Claims 1, 2, 4-9, 1 1-15, and 17-22 have been 

rejected. Claims 1,2, 4-9, 1 1-15, and 17-22 are on appeal. 

STATUS OF AMENDMENTS 

An Amendment was filed on November 2, 2009 subsequent to tiie Final Office 

Action. In response, tiae Examiner entered the amendment in an Advisory Action dated November 

19, 2009, but indicated that the amendment does not place the application in condition for 

allowance. The amendment filed on November 2, 2009 included an amendment to the drawings 



and specification which addresses the drawing objection made by the Examiner in the final Office 
Action, 



SUMMARY OF THE CLAIMED SUBJECT MATTER 

hidependent Claim 1 

Appellant's invention is directed to a straw holder (20) for supporting a drinking 
straw in a mouth of a bottle (10, 110) (see Figs. 1 and 2 of the apphcation as originally filed), 
said holder (20) being made firom a sheet material, (see Fig. 3 and page 8, lines 15-16 of the 
application as originally filed). The straw holder (20) includes a straw support portion (22) 
dimensioned for placement across a mouth of a bottle (10, 110) and comprising an aperture (24) 
formed by at least one slit in said sheet material designed to receive a straw (28) therethrough 
and to vertically support said straw with respect to said support portion, (see Figs. 3-4, page 7, 
lines 20-23, and page 8, lines 1-3 of the application as originally filed). 

The straw holder (20) also includes a bottle retaining portion (30) comprising at 
least one turn extending around said retaining portion, said at least one turn comprising a first 
turn (31) having an end attached to said straw support portion (22), and dimensioned to extend 
around an outer surface of the bottle, wherein said at least one turn extends spirally aroxmd said 
straw support portion (22), said at least one turn having an inner edge (33) with an inner radius 
and an outer edge (34) with an outer radius wherein said inner and outer radii increase 
substantially continuously around said at least one turn (see Figs. 3-4 and page 8, lines 7-15 and 
19-20 of the application as originally filed). 



Independent Claim 5 

Appellant's invention is directed to a straw holder (40) for supporting a drinking 
straw in a mouth of a bottle (10, 110) (see Figs. 1-2). The straw holder (40) includes a straw 
support portion (42) dimensioned for placement across a mouth of a bottle (10, 110) and 
comprising an aperture (44) designed to receive a straw (28) therethrough and to vertically 
support said straw with respect to said support portion, (see Figs. 3-5, page 9, lines 13-15 of the 
appUcation as originally filed). 

The straw holder (40) also includes a bottle retaining portion (50) comprising at 
least one turn extending around said retaining portion, said at least one turn comprising a first 
turn (52) having an end (51) attached to said straw support portion (42), and dimensioned to 
extend around an outer surface of the bottle (see page 9, lines 15-17 of the appUcation as 
originally filed), wherein said at least one turn extends circularly about said straw support 
portion (42) fi-om said first end to a second end, said at least one turn having an inner edge (54) 
with an inner radius and an outer edge (55) with an outer radius wherein said iimer and outer 
radii are substantially constant around said at least one turn (see page 9, lines 17-20 of the 
application as originally filed), said retaining portion (50) fijrther comprising a radial connecting 
portion (57) connected to said inner edge (54) at said first end of said first turn (52) and to a 
radially outer edge of straw support portion (42) and connecting said first end of said first turn to 
said sti-aw support portion (42) (see page 9, lines 17-20 of the application as originally filed). 

Independent Claim 1 1 

Appellant's invention is directed to a straw holder (20) for supporting a drinking 

sti-aw in a moutii of a bottie (10, 110) (see Figs. 1 and 2 of the appUcation as originally filed), 
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said holder (20) being made from a sheet material, (see Fig. 3 and page 8, lines 15-16 of the 
application as originally filed). The straw holder (20) includes a straw support portion (22) 
dimensioned for placement across a mouth of a bottle (10, 110) and comprising an aperture (24) 
formed by at least one slit in said sheet material designed to receive a straw (28) therethrough 
and to vertically support said straw with respect to said support portion, (see Figs. 3-4, page 7, 
lines 20-23, and page 8, lines 1-3 of the application as originally filed). 

The straw holder (20) also includes a bottle retaining portion (30) comprising at 
least one turn extending around said retaining portion, said at least one turn comprising a first 
turn (31) having an end (32) attached to said straw support portion (22), and dimensioned to 
extend around an outer surface of the bottle, wherein said straw support portion (22) and said 
bottle retaining portion (30) are integrally formed of said sheet material (see page 8, lines 15-16; 
and Fig. 3 of the application as originally filed), and said straw holder has a central axis 
perpendicular to said sheet and passing through said aperture, said straw holder exhibiting both 
axial and radial elasticity relative to said axis, said axial elasticity being substantially greater than 
said radial elasticity (see original claim 11). 

Independent Claim 14 

Appellant's invention is directed to a stiraw holder (20) for supporting a drinking 

sti-aw in a mouth of a bottie (10, 110) (see Figs. 1 and 2 of the apphcation as originally filed), 

said holder (20) being made from a sheet material, (see Fig. 3 and page 8, lines 15-16 of the 

application as originally filed). The stiraw holder (20) includes a sfraw support portion (22) 

dimensioned for placement across a mouth of a bottle (10, 110) and comprising an aperture (24) 

formed by at least one slit in said sheet material designed to receive a straw (28) therethrough 
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and to vertically support said straw with respect to said support portion, (see Figs. 3-4, page 7, 
lines 20-23, and page 8, lines 1-3 of the application as originally filed). 

The straw holder (20) also includes a bottle retaining portion (30) comprising at 
least one turn extending around said retaining portion, said at least one turn comprising a first 
turn (31) having an end attached to said straw support portion (22), and dimensioned to extend 
around an outer surface of the bottle, (see Figs. 3-4, page 7, lines 20-23, and page 8, lines 1-3 of 
the apphcation as originally filed). An adhesive is disposed on one side of the straw support 
portion that contacts the mouth of the bottle (see page 10, lines 1 8-21). 

GROUNDS OF REJECTION TO BE REVIEWED IN APPEAL 

1. Whether claims 5-7 stand rejected under 35 U.S.C. §102 as anticipated by 

U.S. Design Patent No. 387,396 (Chao); 

2. Whether claims 1, 2, 4, 9, 11, 13, 15, 17, and 22 stand rejected under 35 
U.S.C. §103 as unpatentable over Chao in view of U.S. Patent No. 4,247,016 (Shaw); 

3. Whether claims 14 and 18-21 stand rejected under 35 U.S.C. §103 as 
unpatentable over Chao in view of Shaw and U.S. Patent No. 5,992,658 (Berger). 

ARGUMENT 

(1) Rejection of Independent Claim 5 under 35 U.S.C. S102 

The design for a spiral ornament disclosed by Chao fails to disclose a "straw support 

portion" or a "bottle retaining portion", or "said at least one turn having an inner edge with an 

inner radius and an outer edge with an outer radius wherein said inner and outer radii are 

substantially constant around said at least one turn", as recited in independent claim 5, because (1) 
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Chao merely discloses a design of an ornament with a center section and spiral sections that hang 
from the central portion, and (2) the spiral portions of Chao do not have a substantially constant 
radii around one turn, 

A claim is anticipated only if each and every element as set forth in the claim is found, 
either expressly or inherently described, in a single prior art reference. In the Advisory Action 
dated November 19, 2009, the Examiner cited the holding that a recitation with the manner in 
which a claimed apparatus is intended to be employed does not differentiate the claimed 
apparatus from a prior art apparatus satisfying the claimed structural limitations. Appellant 
agrees. However, Chao fails to disclose that the spiral sections provide any support function. In 
fact, the spiral sections of Chao are merely disclosed as hanging from the central section (see 
Figs. 1 and 8 or Chao). Thus, the claimed "bottle retaining portion" is not expressly disclosed by 
Chao. 

In addition, the claimed subject matter of independent claim 5 is not inherent or 
necessarily disclosed by Chao. Inherency "may not be estabhshed by probabilities or 
possibilities. The mere fact that a certain thing may result from a given set of circumstances is 
not sufficient" In re Oelrich, 666 F.2d 578, 581, 212 USPQ 323, 326 (CCPA 1981) (quoting 
Hansgirg v. Kemmer, 102 F.2d 212, 214, 40 USPQ 665, 667 (CCPA 1939)) (emphasis in 
original). 

Since the spiral sections of Chao do not necessarily have a supporting function, the spiral 
sections of Chao can not be considered to disclose "a bottle retaining portion." Thus, 
independent claim 5 is not anticipated by Chao. 

Moreover, independent claim 5 recites that "said inner and outer radii are substantiallv 

constant around said at least one turn". A constant radii results in a circle or arc of a circle. 
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Chao discloses spirals, with radii of curvature that gradually increase with the distance from the 
central section. Thus the radii of curvature of the spirals of Chao can not be considered to be 
substantially constant. Accordingly, independent claim 5 is not anticipated by Chao for this 
additional reason. 

Rejection of Claims 1 and 11 under 35 U.S.C. 8103 in view of Chao and Shaw 
Independent claim 1 

Independent claim 1 recites "a bottle retaining portion comprising at least one turn 
extending around said retaining portion, said at least one turn comprising a first turn having an 
end attached to said straw support portion, and dimensioned to extend around an outer surface of 
the bottle." 

The rejection of independent claim 1 fails to provide a prima facie case of obviousness 
because (1) there is no reason to combine the spiral ornament of Chao with any features of the 
cup lid disclosed by Shaw; and (2) even supposing the propriety of the combination, which 
applicant do not believe, the combination fails to teach or suggest the above-recited claim 
features because the rejection fails to provide a finding that one of ordinary skill in the art could 
have combined the elements as claimed by known methods, and that in the combination, each 
element merely performs the same fimctions as it does separately. 

An obviousness rejection made by combining elements requires a finding that one of 
ordinary skill in the art could have combined the elements as claimed by known methods, and 
that in combination, each element merely performs the same fijnction as it does separately (see 
MPEP 2143). Furthermore, "it can be important to identify a reason that would have prompted a 



person of ordinary skill in the relevant field to combine the elements in the way the claimed new 
invention does." KSR, 550 U.S. at , 82 USPQ2d at 1396. 

Moreover, the mere fact that references can be combined or modified does not render the 
resultant combination obvious xmless **>the results would have been predictable to one of 

ordinary skill in the art. KSR International Co. v. Teleflex Inc., 550 U.S. , , 82 USPQ2d 

1385, 1396 (2007) {see MPEP 2143.01). 

Regarding the first reason, Chao discloses a design for a spiral ornament having spiral 
sections tiiat hang fi:om a supported center portion. Since Chao shows these spiral sections 
hanging firom a center portion, Chao fails to disclose that the spiral portions of Chao can be a 
bottle retaining portion, as recited in independent claim 1 . 

Shaw discloses a cup lid arranged to store a straw thereon. Since Chao is merely an 
ornament that hangs firom a central portion, there is no reason to combine the cup lid of Shaw 
with the ornamental design of Chao. 

Regarding the second reason, even if combined, the combination fails to teach or suggest 
the hanging spiral part of the ornament of Chao providing a support or bottle retaining fimction. 
Thus one skilled in the art would not consider the hanging spiral portion of Chao to be a bottle 
retainer. Only Shaw discloses a retaining portion for holding anything on a container, i.e., the 
rim of the cup Ud of Shaw holds the cup lid on a cup. In the Examiner's proffered combination, 
the Examiner has assigned a fimction to the spiral sections of Chao that is simply not disclosed. 
More specifically, the Examiner requires that the spiral portions of Chao perform a bottle 
retaining fimction, which the disclosure of Chao fails to teach. 

An ornamental spiral design that hangs fi-om a center portion is not capable of performing 
as the claimed bottle retaining portion. 
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For all of the above reasons, independent claim 1 should be allowable over the 
combination of Chao and Shaw. 
Independent claim 1 1 

Independent claim 1 1 includes similar limitations to independent claim 1 and is rejected 
on the same grounds. Accordingly, independent claim 11 should be allowable for the same 
reasons as is independent claim 1. 

Rejection of Independent Claim 14 under 35 U.S.C. S103 in view of Chao. Shaw and Bereer 
Independent claim 14 recites "a bottle retaining portion comprising at least one turn 
extending around said retaining portion, said at least one turn comprising a first turn having an 
end attached to said straw support portion, and dimensioned to extend aroxmd an outer surface of 
the bottle." 

As stated above, Chao and Shaw fail to teach or suggest the claimed bottle retaining 
portion. The combination of Chao and Shaw with Berger also fails to teach or suggest the above 
limitations. 

Berger discloses a sealed bottle closure with an opening for a straw. More specifically, 
Berger discloses a sealing membrane 18, which overlies the opening 12 of a bottle. Here, an 
adhesive substance 16 is arranged between the membrane 18 and rim 14 of the bottle. The only 
bottle retaining portion disclosed by Berger is the portion of the membrane 18 that is attached to 
the adhesive substance 16. 

Even supposing the propriety of the combination of Chao, Shaw and Berger, which 
applicant do not beheve to be true, the combination fails to teach or suggest the above-recited 
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claim features. Shaw and Berger fail to disclose teach or suggest that the spiral portion of the 
ornament of Chao can be considered part of a bottle retaining portion. 

Accordingly, independent claim 14 is allowable over tiie combination of Chao, Shaw and 

Berger. 



CONCLUSION 

For the foregoing reasons, it is respectfully submitted that appellant's appellants' 
claims are not rendered obvious anticipated by and are, therefore, patentable over the art of record, 
and the Examiner's rejections should be reversed. 

Respectfully submitted, 

COHEN PONTANI LIEBERMAN & PAVANE LLP 



By /Alfred W. Froebrich/ 
Alfred W.Froebrich 
Reg. No. 38,887 
551 Fifth Avenue, Suite 1210 
New York, New York 10176 
(212) 687-2770 

Dated: March 11, 2010 
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CLAIMS APPENDIX 



1 . (previously presented) A straw holder for supporting a drinking straw in a mouth 
of a bottle, said holder being made from a sheet material and comprising: 

a straw support portion dimensioned for placement across a mouth of a bottle and 
comprising an aperture formed by at least one slit in said sheet material designed to receive a 
straw therethrough and to vertically support said straw with respect to said support portion; and 

a bottle retaining portion comprising at least one turn extending around said retaining 
portion, said at least one turn comprising a first turn having an end attached to said straw support 
portion, and dimensioned to extend around an outer surface of the bottle, wherein said at least 
one turn extends spirally around said straw support portion, said at least one turn having an inner 
edge with an inner radius and an outer edge with an outer radius wherein said inner and outer 
radii increase substantially continuously around said at least one turn. 

2. (previously presented) The straw holder as in claim 1 , wherein said bottle 
retaining portion comprises a plurality of turns including a second turn attached to said first turn, 

3. (canceled) 

4. (previously presented) The straw holder as in claim 1 , wherein said bottle 
retaining portion comprises a plurality of turns including at least one successive turn following 
said first turn to form a continuous spiral, the inner radius of said at least one successive turn 
corresponding to the outer radius of a preceding turn. 
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5. (previously presented) A straw holder for supporting a drinking straw in a mouth 
of a bottle, said holder comprising: 

a straw support portion dimensioned for placement across a mouth of a bottle and 
comprising an aperture designed to receive a straw therethrough and to vertically support said 
straw with respect to said support portion; and 

a bottle retaining portion comprising at least one turn extending aroxmd said retaining 
portion, said at least one turn comprising a first turn having an end attached to said straw support 
portion, and dimensioned to extend aroxmd an outer surface of the bottle, wherein said at least 
one turn extends circularly about said straw support portion from said first end to a second end, 
said at least one turn having an inner edge with an inner radius and an outer edge with an outer 
radius wherein said inner and outer radii are substantially constant aroimd said at least one turn, 
said retaining portion fijrther comprising a radial connecting portion connected to said inner edge 
at said first end of said first turn and to a radially outer edge of straw support portion and 
connecting said first end of said first turn to said straw support portion. 

6. (previously presented) The straw holder as in claim 5, wherein said at least one 
turn comprises a plurality of turns including at least one successive turn following said first turn, 
said retaining portion fijrther comprising a radial connecting portion connecting the first end of 
said at least one successive turn to the second end of a preceding turn, 

7. (previously presented) The straw holder as in claim 6, wherein the inner radius of 
each successive turn corresponds to the outer radius of a preceding turn. 
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8. (previously presented) The straw holder as in claim 5, wherein said straw 
retaining portion is substantially disk shaped and has a radius, said inner radius of said first turn 
corresponding to said radius of said disk. 

9. (previously presented) The straw holder as in claim 1 , wherein said sheet material 
is made of one of paper, plastic and cardboard having one of cuts and slits in said sheet material 
defining said straw support portion and said bottle retaining portion, 

10. (canceled) 

1 1 . (previously presented) A straw holder for supporting a drinking straw in a mouth 
of a bottle, said holder being made from a sheet material and comprising: 

a straw support portion dimensioned for placement across a mouth of a bottle and 
comprising an aperture formed by at least one slit in said sheet material designed to receive a 
straw therethrough and to vertically support said straw with respect to said support portion; and 

a bottle retaining portion comprising at least one turn extending around said retaining 
portion, said at least one turn comprising a first turn having an end attached to said straw support 
portion, and dimensioned to extend around an outer surface of the bottle, wherein said straw 
support portion and said bottle retaining portion are integrally formed of said sheet material and 
said straw holder has a central axis perpendicular to said sheet and passing through said aperture, 
said straw holder exhibiting both axial and radial elasticity relative to said axis, said axial 
elasticity being substantially greater than said radial elasticity. 
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12. (previously presented) The straw holder as in claim 1 , wherein said straw support 
portion comprises an adhesive disposed about said aperture for engaging the drinking straw 
when disposed in said aperture. 

1 3 . (previously presented) The straw holder as in claim 1 , wherein said aperture is 
dimensioned to receive a straw in an interference fit. 

14. (previously presented) A straw holder for supporting a drinking straw in a mouth 
of a bottle, said holder being made from a sheet material and comprising: 

a straw support portion dimensioned for placement across a mouth of a bottle and 
comprising an aperture formed by at least one slit in said sheet material designed to receive a 
straw therethrough and to vertically support said straw with respect to said support portion; 

a bottle retaining portion comprising at least one tum extending around said retaining 
portion, said at least one tum comprising a first tum having an end attached to said straw support 
portion, and dimensioned to extend around an outer surface of the bottle; and 

adhesive disposed on one side of the straw support portion that contacts the mouth of the 

bottle. 

1 5 . (previously presented) The straw holder as in claim 1 , wherein the straw support 
portion covers tiie entire mouth of the bottle. 

16. (canceled) 



A-4 



1 7. (previously presented) The straw holder as in claim 1 , wherein the at least one turn 
is dimensioned to engage the outer surface so that the straw holder is prevented from vertically 
lifting ofiF of the mouth of the bottle. 

18. (previously presented) The straw holder as in claim 14, wherein said at least one 
turn extends spirally around said straw support portion, said at least one turn having an inner 
edge with an inner radius and an outer edge with an outer radius wherein said inner and outer 
radii increase substantially continuously around said at least one turn. 

19. (previously presented) The straw holder as in claim 14, wherein said at least one 
turn extends circularly about said straw support portion from said first end to a second end, said 
at least one turn having an inner edge with an inner radius and an outer edge with an outer radius 
wherein said inner and outer radii are substantially constant around said at least one turn, said 
retaining portion further comprising a radial connecting portion connecting said first end of said 
first turn to said straw support portion. 

20. (previously presented) The sfraw holder as in claim 14, wherein said sheet material 
is made of one of paper, plastic and cardboard having at least one of cuts and slits in said sheet 
material defining the straw support portion and the bottle retaining portion. 

2 1 . (previously presented) The sfraw holder as in claim 20, wherein said sfraw 
support portion covers the entire mouth of the bottie. 
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22. (previously presented) The straw holder as in claim 1 1 , wherein said sheet material 
is made of one of paper, plastic and cardboard having at least one of cuts and slits in said sheet 
material defining the straw support portion and the bottle retaining portion. 
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EVIDENCE APPENDIX 



RELATED PROCEEDINGS APPENDIX 



